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MIN[STRYOF COMMERCEAND INDUSTRY
s ‘ e (Depértnientoflndustridl Policy and Promoticn)
| * NOTIFICATION
New Delhi, the2lst December, 2010 -

5.0. 3022 (E). ~_The follomno draft of certain rules further to'amend the Patents Rules, 2003, which the Central
- Government proposes to make in exercise of the powers conferred by Section 159 of the Patents Act, 1970 (39 of 1970), is

hereby published, as required by sub-section (3) of that section, for.the information of all persons likely to be affected
thereby; and notice is hereby given that the said draft shall be taken into consideration on or after the expiry of a period of
thirty days from the date on which the Official Gagzette, containing the notifi cation, are. made available to the public;

s Any objections or suggestions which may be received from any person with respect to the said draft before the -
* expiry of the aforesaid perlod shall be considered by the Central Govemment

Objections or suggestions, if any, may be sent to the Secretary to the Government of India in the Mmlstry of ,
Commerce and Industry (Department of Industrial Policy and Promotion), Udyog Bhavan, New Delhi-1100! 1.

: DRAFTRULES
{1y These rules may be calied DRAFT RULES Patents (Amendniem) Rules, 2010..
L@ They shaﬂ come into force on the date of their final publication in the Official Gazette.

" 2 Inthe Patems Ruies 2003 (heremafter referred to as the prmmpal rules), in rule 4, after sub-rule (2), the followmo

sub-rule shal] be mserted namely —
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“(3) Notwithstanding anything contained in sub-rule (2),- the Controller may transfef the application for patent so
filed to other appmpriate office.”.
3. Forrule 9of the principal rules the following rule shall bc substituted, namely -
. 9. Fllmg of documents and copies, etc.- .
(1) All documents and copies of the other docum'ents' except

aff' davits and drawings, sent to the patent office or otherwise furnished’ to the Controller; shall be -

(a) typewritten or prmted in Hindi or English (unless otherwise directed or allowed by the Controller) in large -
and legible characters not less than 0.28 centimétre high with deep mdehble ink with lines widely spaced not
less than one and haif spaced upon one side of the paper only;

{b) on such paper which is flexible, strong, white, smboth; non- shiny, and durable of size A4 of approximately
29.7 centimetre by 21 centimetre with a margin of at least 4 centimetre on the top and left hand part and 3
centimetre.on the bottom and nght hand pait thereof;

“(e) numbered i in ‘consecutive Arabic numerals in the centre of the bottom of the sheet; and

(d) provided numbenng every fifth line of each page of the description and each page of the clalms at right half
of the left margin. :

(2) Any signature which is not leglble or Wthh is other than English or Hmdl shall be accompamed by a transcription
ofthe name either in Hmd1 or English in capital letters.

. (3) The documents required to be filed along with an application for patent including documents referred to in sub- -
section (1) and other documents may be filed in the computer readable electronic form or using online system of the patent
office and shall accompany the fees specified in the First Schedule,

(4) In case, the application for patent discloses sequence listing of nucleotldes or ammo-aud sequences, it shall
be filed in computer readable electronic form along with the fee specuf ied in the First Schedule.

(5) Additional copies of all documents shall be filed at the appropriate office as may be required by the Controller.

(6) Names and addresses of applicant and other persons shall be given in full together with their nationality and.
such other particulars, if any, as are necessary for their identification.” .

4. Inrule 17 of the principal rules, after clause (a), the following clauses shall be mserted namely:-

‘(aa) “Indian International Searching Authority” or “Searching Authority” means the lndlan International Searching
Authority refarred to in sub-rule (1) of rule 19A;”; -

. (ab) “Indian International Preliminary Examining Authority” or “Examining Authority” r‘neansrlndian International
Preliminary Examining Authority referred to insub-rule (1) of rule 19F;”; - . ’ o :

(ac) “International R:reau™ means International Bureau of Werld Intellectual Probeny Organisation;
(ad) “receivir: ofticé” means receiving Office as defined in the treaty.” . |

‘ S.IFor rule 18 of the princi}')al rules, the following rule shall be substituted, namely: -
“18. Appropriaté office in relation to international applications. - .

- (1) The receiving office, the designated office ﬁr‘;d the elected office for the purposes of international applications
shall be the appropriate office referred to in rule 4, ' :

(2) The patent office, Delhi branch shall be the appropnate oﬂ"lce for dealing with the Intemauonal Bureau and any
other International Searchmg Authority. :

- (3) An 1nterna110nal application shall be filed at and processed by the Authomy and Intemauonal Prehmmar) ‘
Examining appropriate office in accordance with the provisions of this Chapter. (4) Notwithstanding anything contained in
sub-rule (2), on receipt of an international application, the appropriate office shall transmit one copy for record to International
Bureau and another copy.with complete details to the Searching Authority at patent office. Delhi branch.”.

6. For rule 19 ofthe principal rules, the following rule shall be substituted, namely :—

“19. International application filed with appropriate office as receiving office. -
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) (1) An international application shal! be filed with the appropriate office in triplicate either in English or Hindi’
langudge. -

{(2) The fees payable in respect of an international application shall be,in addition to the fees spec1ﬁed in the
regulations made under the Treaty, the fees specified in the First Schedule.

(3) Where an international application has not been filed in accordance with sub-rule (1) and the applicant deSIresr
" that the appropriate office should prepare the required additional copies, the applicant shall pay the fees as specified in the
. First Schedule for making of such copies.

~ (4) On receipt of a request from the applicant and on payment of the fees specified in sub-rule (3), the appropriate
office shall prepare a certified copy of the application and other documents attached thereto and transmit the same to the
International Bureau and intimate to the applicant and to the patent office, Delhi branch.

19 A. The Indian International Searching Authority.—

{1} The patent Office, Delhi branch shall perform the functions of the Indian International Searching Authority for
international applications and coordinate with the patent office and the International Bureau.

(2) The Searching Authority referred to in sub-rule (1), shall carry out the international search in respect of all
international applications ﬁied\wnh the receiving offices in India and all mtemallonal appllcatlons filed by Indian residents
or natlonals in the International-Bureau as the receiving office.

) (3) Notwithstanding anything contam in sub- rule (2), the Searching Authority may carry out the internationial _
search in respect of all international applications filed by the nationals or residents of other countries in their receiving.
offices in accordance with an agreement between such receiving offices and the Indian patent office upon being so notified
by the International Buireau. : '

.. 19B. Processing of international search rcqruest.—

(1) The Searching Authority shall, on receipt of the application for international search, notify 1o the International
Bureau and the applicant relating to its receipt with identification mark ISA/IN alonb wnh the international application
number and its serial number and the date of receipt.

{2) The Searching Authorlty on recelps of the appllcatlon shali refer it to an examiner or any other officer as
appomted under sub section (2) of sectiont 73 for carrying out the international search.

(3) The examiner or other officer referred to in sub-rule (2), while dealing with the international application for
- carrying out the intemmatiopal search shall—

] establish the ulle and abstract as may be required for the purpose of mtemauonal search in accordance w1th
the provisions of Treaty and Regu]atlons made thereunder; - '

{ii) consider whether the title and abstract are appropriate and, in case he is satisf'{ed,"ﬁnalisc it, and, in casc he
is'not satisfied, prepare alternatives and approve the title and abstract of the invention;

(iii) determine and.establish the matter relating to the unity of invention;

{iv) determine preliminary patent international the classification of the invention in one or more classes from the
statement of claim or claims, or in case he is of the opinion that for determination of appropriate international
patent classification of the application, the consultation with examiners or other officers specialised in
other fields is necessary to ensure proper search, refer the matter to the ewpert group to'be conslltutcd by
the Conlroller

‘

(V) dmcovcr relevant prior art taking into account that there may be the SUb_}ECI matter for which the Searching
Authority is not obliged to search or to do so, as the description, claims or drawmgs fail to comply with the
requirements. -

(4) The expert group, constituted under clause (iv) of sub-rule (3), shall determine the classification within a period
not more than ten days from the date of such reference and forward the same to the concerned examiner or other officer
referred to in sub rule (2) for conductmg search.

(5) The examiner or other officer referred to in sub-rule (2) shall carry out international search and prepare the
international search report and written opinion or the declaration of the Authority to the effect that no international séarch
report be established, as the case may be, within a period of one month from the date of such reference of the application
in the format specified under the Treaty for transmission to the applicant and the International Burcau.

(6) The Searching Authority, if considers that—
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(a) the international application: relates to the subject matter which the Searchmg Authonty is not required to
search and accordingly decides not to search; or

.(b) thedescription, claims or drawings fail to comply with the requirements to such an extent that a meaningful
' search could not be carried out, '

shall declare and notify to the applicant and to the International Bureau that no international search report be
established. ' |

N If any of the situitions referred to in ciause (a) and (b) of sub-rule (6) is found to exist in connection with any
claim mentioned in the application, the Searching Authority shall indicate this fact in the International Search Report in
respect of such claim, and for the other claim, it shall establish the [nternational Search Report.

(8) The Searching Authority, if considers that the international application does not comply w1th the reqmremem
of unity of invention, shall send a notice to the applicant to pay additional fees specified in the Flfth Schedule within a
period of one month from the date of such direction.

(9) The Searching Authority shall carry out the additional search on those parts of the international application
which relate to invention not covered under unity of invention subject to condition that the additional fees required for the
purpose is paid within the time specified under the sub-rule (8).

. + .
{(10) (a) Where the applicant failed to pay the additional fees required under sub-rule (9), the Searching Authority
shall not establish the international search report and the applicant be informed accordingly; and °

(b) where the applicant pays the additional fees under protest he shall submit a reasoned statement along with fees
specified in Fifth Schedule for the purpose of protest in addition to the additional fees within the time specified under sub-
rule (8). . ' :

(11) Where the international application contains the disclosure of one or more nucleotide or amino acid sequences
but does not furnish a sequence listing in computer-readable form along with the application, the Searching Authority shall
_ send the notice to the applicant to submit sequence listing in computer- -readable form within a period of one month from the
date of such notice and if the applicant does not comp]y with the notice, the Searching Authority shall not carry out the
search. S . '

19 C. Time limit for establishing international search report and its transmission.—The Searching Authority
shall establish the international search report and written opinion or, as the case may be, the declaration that the Searching
Authority is not required to perform the search or cannot perform a meaningful search within a period not more than three
months from the date of receipt of the international apphcatmn and transmit simultaneously one copv thereof each to the
International Bureau and the applicant.

- 19 D. Confidential Treatment.—All matters pertaining to the international application shall be kept confidential

“prior to the international publication of the application and contents thereof unless the applicant so requests or authoriscs

to make it open to public inspection by Searching Authority or any person, except for the transmission of information for
the purposes of processing of the application. ‘

. 19 E. Conditions for and extent of refund or reduction of fee.—( 1) The Searching Authority shall refund—
() any amount paid by mistake, or in excess of the amount due, for fee indicated in Fifth Schedule;

(iiy the amount of fee paid by the applicant where the international search applicatibn is withdrawn or considered
to be withdrawn under the provisions of the Treaty before the start of infernational search report;

(i) the fees paid by the applicant under protest under clause (b) of sub-rule (10); '

'(iv) twenty-five per cent or fifly per cent of the search fee paid by the applicant, where the Searching Authority
benefits from an earlier search made by such Authorlty depending upon the extent to which the Authority
benefits from that earlier search. :

19 F. The Indian International Preliminary’ anmmmg Authority.— (1) The patent office, Delhi branch shall
* perform the function of an Indian International Preliminary Examining Authority in respect of demand$ made for mtematlonal
preliminary examination for an 1ntemat|onal application filed in the receiving offiges.

(2) The Examining Authority referred to in sub-rule (1), shall carry oul,—

(a) the international preliminary examination in respect of all th¢ demands made for international prehmumry
examination for the international applications filed with the receiving offices in India and the international
applications filed by Indian residénts or nationals in the International Bureau as the receiving office;

(b) the intemational preliminary examination in respect of the demands filed by the nationals or residents of
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other countries in accordance with an agreement between their receiving offices and Indian Patent Office
upon being notlﬁed by the Imernatlonai Bureau;

(¢) the international preliminary examination in respect of demands made by the natlonals or resuients of other
countries not party to the Treaty or not bound by the Treary if the Assembly has so approved

19 G.The time for making a demand.—
(1) The demand for international prellmmary examination shall be made within the period specn" ed in the Treaty or
regulations made thereunder. '

‘ (2) In case demand is made afier the expiry of the period spec1ﬁed 1 sub-rule ( l) it shall be con51dered to have not
been made and no, international preliminary exainination shall be carried out. , :

19 H. Fees payable to Examimng Authority.—

(1) The applicant shall pay to the patent office, the fee specified in the Fifth Schedule along with the other fees if
any, in accordance with the provisions of these riles and regulations made under the Treaty.

(2) The fees payable in respect of the matters referred to in sub-rule (6) of rule 19) shall be such as specnf’ edinthe .
Fifth Schedule:

191. Manner of makmga demand.—
(1) The demand for international preliminary exammatlon shall be made either in English or in Hmdl language.

(2) In case where the demand for preliminary examination is not made in accordance with the sub-rule (1), the
translation thereofeitherin English or Hindi language shall be submitted by the applicant within a perlod of one month from
the date of order of the Examining Authority. : :

19 J. Processing of demands for international preliminary examination.—

- (1) The Examining Authority, on receipt of the demand for- .
international preliminary examination, shall notify to the applicant that demand for international preliminary examination has
been received with identification mark ‘IPEA/IN’ along with the International apphcatlon number its serial.number and the
date of receipt.

(2) Where it is found that the Examining Authorxty is not competent to receive the demand the same shall be © -

'transmltted to the International Bureau. :

"(3) The Examining Authority, on receipt of the demand, sha]l refer the demand to the examiner or other officer ”
appointed under sub-section 2 of section 73 for carrying out international preliminary examination.

(4) The examiner or other officer referred to in sub-rule (3), shall carry out intemationat prehmmdry examination and
prepare the international preliminary examination report and written opinion, if necessary, withina penod of one month from
the date of reference of the application.

(5) The international prehmmary examination shall be carried out in respect of those clalms of the invention in
respect of which, international search has been established. A

(6) The provision of sub-rules (1) to (1 Dofrule 19B shall mutatis mutandls apply to the matters concerning unity
of invention and procedure related thereto as they apply to the processing of the international search request.

(7) The examiner or other officer referred to in sub-rule (3), shall prepare the international preliminary examination
report for transmission to the applicant.and the International Bureau. .

(8) The Examining Authority shall establish the international prellmmary exammanon report within a pertod not
more than threg months from the date of receipt of the demand.

(9) The-examining Authority shall, if the international preliminary examination report is esrabhshed transmit
snmu!taneously one copy thereof each to the International Bureau and the applicant.

(10} All the matters pertaining to the international application shall be kept confidential unless the applicant so

" requests or authorises to make it open to public inspection by any person or authorlty except for the tran:,msslons of
information specifically for the purposes of processing the application, :

(11) The Examining Authority shall refund —

(i) any amount paid by mistake, or in excess of amount due, for fee indicated in Fifth Schedule;

(u) the amiount of preliminary examination fee pa1d by the applicant where the. demand for international preliminary |
examination is withdrawn or considered to be withdrawn before the start of international preliminary
examination;

(i) twenty-five per cent or fifty per cent of the fee pa1d for 1ntemat10na] preliminary examination by the
applicant, where the Authority benefits from an earlier examination report made by such Authority depending
upon the extent to which the Authority benefits from that earlier examination report.” .
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-7. Inrule 27 of the prmcnpal rules,-=-

“(a) for the words “and the abstract” the words “the abstract and any other document” shall be substituted; -

(b) the following proviso shall be inserted at the end, namely: “Provided that the application together with the
complete specification and provisional specification, the drawing, if any, the abstract and any other document filed in
respect of the application published on the official website of the Controller General of Patents, Designs and Trade Marks,
may be downloadable free of charge and any document so downloaded shall not be valid in any legal proceédings.”.

‘8. Inrule 74A of the principal rules, the foliowing proviso shall be inserted at the énd, namely :—

“Provided that the application together with the complete specification and provisional specification, the drawing,
_ ifany, abstract and other documents related thereto, published on the official'website of the Controller General of Patents, |
Designs and Trade Marks, may be downloadable free of charge and any document so downloaded shall'not be valid in any
legal proceedings.”

9. Inrule 138 of the principal rules, in sub-rule (1), for the word, ﬁgures and letter ¢ lule% 24-B”, the words, brackets,
figures and letter “sub-rule (4) of rule 20, rule 24-B,” shall be substituted.

10. In the FIRST SCHEDULE to the principal rules,-

(a) for the words and figure “see rule 7”, the words, brackets and figures “see |ulc,s 7,9(3), 9(4), 19(2) and 19(3)”
shall be substituted;

(b) afier entry number 50 and the entries relating thereto, the followmg entry number and entries shall be inserted,

namely -— B . L
Number c ' Nurber - Amount of Fees (in rupees)
of entry On what payable . - of For Natural - Other than natural
- ' relevant Person(s) person(s) either
foom alone or jointly with

. : - ' natural person( s)
! 2 ‘ 3. 4
“51 * For filing sequence listing — Rupees Rupees ‘

' of nucleotides and, or, =~ - 2500 10000"; .

amino-acids under rule 9(4).
(¢) for Note occurring at the end, the following Note shall be substituted, namely -

“Note: (1) Where an application is filed through the online ﬁling system of the patent office, a reduction of twenty-
five percent of fee shall be atlowed. ‘ ‘

. (2) All forms, applications, request, notice and petitions being filed in paper format shall be required to be
submitted in duplicate unless otherwise specified in the rules.”

‘11, After the FOURTH SCHEDULE to the prlnmpal rules and the entries relating thereto, the following SCHEDULE -
and entries shall be mserted namely:-

“THE FIFTH SCHEDULE
" {See rules 19B(9),19B(10)(b), 19H, 19J(11)]

No. On what payable | Relevant rule of o For Other than

of ' ' b Treaty . Natural natural person
entry’ o ' Person either alone ors
jointly with

natural person

o @ | - ) o @ ®
(In Rupees) _ (In Rupees)
I Searchfee  [Rulel6.1(a)] 2500 10000
2. Additional fee underrule 198 . [Rule 40.2{a)] 2500 10000
(C) o . : o
3. Protest fee under rules 198 I . [Rules 40.2(e) and . lOOO ' 4000 7

[10(2)] and 19H(2). _ T 683(9))
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4. -Preliminary examination fee [Rule 38.1¢b)]| 3000 12000
under rute 19H(T) '
5, ‘Additional fee under rule [Rulc68.3(a)| . 3000 ' 12000
FOH(2) -
6. Preliminary Examination Fee 2000 . 8000
ifthe International Search
Report has been prepared by
the Indian International
Searching Authority under
rule 19H(1)
7 Additional fee if the

International Search Report
has been prepared by the
Indian International Searching
Authority under rute 19H(1)

3. Handling fee to be paid 1o be
1B under rule 191H{ 1)

9, Late furnishing fee

10. Cost of copies of cited and

other documents per page

(a)yPatent document other
than Indian patent
specification- '

) Non-patert documerit

{c) Copics ot ihe

documents in the file
of the international
application

11, Late pavment fec for
preliminary examination fee
and handling fee’

Rule 57.1 and 57.2

[Rulc [3ter.l{c) and
13ter2|

[Rules 44.3(b), 75.2(b)
and 94.1]

(Rulc 58 bis 2)

2000 8000

As speeified in the PCT
Fee Schedule

1000 000
25 25
50 50

4 4

As specified in the PCT
regulations™, -

IF. No. [4/12008-1PR-111]
V. BHASKAR. Jt. Sccy.

Note.—The principal rules were published in the Gazette of India, Extraordinary, vide notification number $.0. 493
(1), dated the 2nd May. 2003 and subsequently amended vide notification numbers—-

() S.O. 1418(L2), dated the 28th December, 2004 and :

(iy S.0.657(E), dated the 5th May, 2006.
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